
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 223 1 3-1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/904,175 



32940 



07/1 1/2001 



Hau H. Doung 



7590 



04/12/2005 

DORSEY & WHITNEY LLP 
INTELLECTUAL PROPERTY DEPARTMENT 
4 EMBARCADERO CENTER 
SUITE 3400 

SAN FRANCISCO, CA 94111 



A-687 1 8-3/RFT/RMS/RM K 



1169 



EXAMINER 



FORM AN, BETTY J 



ART UNIT 



PAPER NUMBER 



1634 

DATE MAILED: 04/12/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/904,175 


Applicant(s) 

DOLING ET AL. 


Examiner 

BJ Forman 


Art Unit 

1634 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply V 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application lo become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 18 January 2005 . 
2a)D This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G.213. 

Disposition of Claims 

4) [2 Claim(s) 42-65 is/are pending in the application. 

4a) Of the above claim(s) 65 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 42z64 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1. 1 14, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 18 January 2005 has been entered. 



Status of the Claims 

2. This action is in response to papers filed 18 January 2005 in which claims 2-3, 5-9, 24- 
41 were canceled and claims 41-65 were added. All of the amendments have been thoroughly 
reviewed and entered. 

The previous rejections in the Office Action dated 19 August 2004, not reiterated below, 
are withdrawn in view of the amendments. Applicant's arguments have been thoroughly 
reviewed and are discussed below as they apply to the instant grounds for rejection. New 
grounds for rejection are discussed. 

Election/Restrictions 

3. Newly submitted claim 65 is directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

Claim 65 is drawn to a method of using the elected product. The inventions are 
related as product and process of use. The inventions can be shown to be distinct if either or 
both of the following can be shown: (1) the process for using the product as claimed can be 
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practiced with another materially different product or (2) the product as claimed can be used in 
a materially different process of using that product (MPEP § 806.05(h)). In the instant case the 
process can be practiced with any container having an inlet and outlet (e.g. a gas tank) and 
does not require the self-assembled monolayer, capture binding ligand, electrodes or electrical 
interconnects of the examined product. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim 65 is withdrawn from consideration as being 
directed to a non-elected invention. See 37 CFR 1. 142(b) and MPEP § 821.03. 

Claim 65 is withdrawn from consideration. 

Claims 42-64 are under prosecution. 



Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

5. Claims 45-47, 53, 55-57 and 60-64 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Lennox et al (U.S. Patent No. 6,461,490, filed 24 April 1997) as defined by 
Morris, C. ed (Academy Press Dictionary of Science and Technology, Academic Press, San 



Diego, 1992, page 1726). 
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Regarding Claim 45, Lennox et al disclose a biochip cartridge comprising a reaction 
chamber comprising a substrate comprising a printed circuit board comprising an array of 
electrodes a self assembled monolayer and a capture binding ligand (Column 14, lines 33-42) 
wherein the ligand is covalently attached to the electrode film #50 (Column 8, lines 21-25; 
Column 10, lines 1-8; and Fig. 4-5) and a inlet port for reagent introduction and interconnects 
for electrical connections (Column 5, lines 12-60; Column 15, lines 12-30; and Fig. 1 and 13- 
14). 

It is noted that the specification defines the claimed circuit board as comprising a 
substrate coated with a conducting layer and process using photolithography (page 17, lines 
27-30). Furthermore, the Academy Press Dictionary defines printed circuit board as 
"rectangular device onto which various chemical elements and substrates are laid down so that 
wiring can be applied*. Lennox et al disclose the array of electrodes produced via 
photolithography (Column 14, lines 35-40). Hence, Lennox, disclose the printed circuit board 
as claimed. 

Regarding Claim 46, Lennox et al disclose the biochip wherein the electrode is on a 
surface of the printed circuit board (Column 14, lines 35-40 and Fig. 14). 

Regarding Claim 47, Lennox et al disclose the biochip wherein the electrode is 
fabricated on the surface via photolithography (14, lines 35-40 and Fig. 14). 

Regarding Claim 53, Lennox et al disclose the biochip wherein the binding ligands 
comprising nucleic acids (Column 8, lines 59-63). 

Regarding Claim 55, Lennox et al disclose the biochip wherein the reaction chamber 
further comprises an outlet port (Column 5, lines 38-41). 

Regarding Claim 56, Lennox et al disclose the biochip wherein the array is on one 
surface of the substrate (Column 14, lines 1 1-14). 

Regarding Claim 57, Lennox et al disclose the biochip wherein two surfaces of the 
substrate comprise an array (Column 14, lines 1 1-14). 
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Regarding Claim 60, Lennox et al disclose the biochip wherein the binding ligands 
comprising proteins (Column 8, lines 59-63). 

Regarding Claim 61, Lennox et al disclose the biochip comprising an assay complex 
comprising a binding ligand, target and electron transfer moiety i.e. ionic species (Column 11, 
lines 55-Column 12, line 35). 

Regarding Claim 62, Lennox et al disclose the biochip wherein the monolayer 
comprises a conductive oligomer (Column 12, lines 13-16). 

Regarding Claim 63, Lennox et al disclose the biochip wherein at least one electrode is 
gold (Column 14, lines 38-39). 

Regarding Claim 64, Lennox et al disclose the biochip wherein the monolayer comprise 
a thiol forming species (Column 2, lines 48-51). 

Response to Arguments 
6. Applicant asserts that Lennox et al do not disclose the claimed covalently attached 
capture binding ligands. The argument has been considered but is not found persuasive 
because Lennox et al specifically teach and illustrate covalent attachment as claimed i.e. 
covalently attached to the electrode film #50 (Column 8, lines 21-25; Column 10, lines 1-8; and 
Fig. 4-5) 



Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 
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8. Claims 42-44, 46-58 and 60-64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lennox et al (U.S. Patent No. 6,461,490, filed 24 April 1997) as defined by 
Morris, C. ed (Academy Press Dictionary of Science and Technology, Academic Press, San 
Diego, 1992, page 1726) in view of Anderson et al (U.S. Patent No. 6,326,21 1, filed 19 April 
1999). 

Regarding Claims 42 and 49, Lennox et al disclose a biochip cartridge comprising a 
reaction chamber comprising a substrate comprising an array of electrodes a self assembled 
monolayer and a capture binding ligand (Column 14, lines 33-42) wherein the ligand is 
covalently attached to the electrode film #50 (Column 8, lines 21-25; Column 10, lines 1-8; and 
Fig. 4-5) and a inlet port and an outlet port (Column 5, lines 37-41) and interconnects for 
electrical connections (Column 5, lines 12-60; Column 15, lines 12-30; and Fig. 1 and 13-14). 

Lennox et al further teach the cartridge comprises inlet port and outlet port i.e. vent 
are provided to facilitate fluid flow through the chamber (Column 5, lines 38-41 and Column 
11, lines 31-34) but they are silent regarding a semi-permeable membrane for the vent and 
positioning of the inlet port and vent. 

However, Anderson teaches a similar cartridge comprising a biochip array, the cartridge 
comprising an inlet port (#1 10) and vent comprising a membrane filter (#118) (Column 20, 
lines 56-62 and Column 22, lines 6-28) wherein the inlet is positioned at the bottom of the 
chamber and the vent is positioned at the top of the chamber. Anderson et al further teach 
the arrangement of the outlet and vent facilitates selective movement of reagents within the 
chamber, permits gas within the chamber to be expelled upon regent introduction (Column 30, 
lines 30-67) and allows reagent mixing by letting bubbles within the chamber to exit upon 
reagent introduction (Column 3, lines 50-56). 

It would have been obvious to one of ordinary skill in the art at the time the claimed 
invention was made to modify the inlet and vent in the reaction chambers of Lennox et al by 
positioning the inlet at the bottom of the chamber and the vent at the top of the chamber as 
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taught by Anderson et al. One of ordinary skill in the art would have been motivated to do so 
by the teaching of Anderson et al wherein they teach the arrangement facilitates selective 
movement of reagents within the chamber, permits gas within the chamber to be expelled upon 
regent introduction (Column 30, lines 30-67) and allows reagent mixing by letting bubbles 
within the chamber to exit upon reagent introduction (Column 3, lines 50-56). 

Regarding Claims 43 and 44, Lennox et al disclose the chamber comprises an inlet port 
and vent (Column 1 1, lines 31-34) but are silent regarding the physical relationship of the port 
and vent. 

Anderson teaches a similar cartridge comprising an inlet port (#1 10) and vent (#118) 
(Column 20, lines 56-62 and Column 22, lines 6-28) wherein the inlet and vent are separated 
by fluidically connected. Anderson et al further teach the arrangement of the outlet and vent 
facilitates selective movement of reagents within the chamber, permits gas within the chamber 
to be expelled upon regent introduction (Column 30, lines 30-67) and allows reagent mixing by 
letting bubbles within the chamber to exit upon reagent introduction (Column 3, lines 50-56). 

It would have been obvious to one of ordinary skill in the art at the time the claimed 
invention was made to modify the inlet and vent in the reaction chambers of Lennox et al by 
positioning the inlet at the bottom of the chamber and the vent at the top of the chamber as 
taught by Anderson et al. One of ordinary skill in the art would have been motivated to do so 
by the teaching of Anderson et al wherein they teach the arrangement facilitates selective 
movement of reagents within the chamber, permits gas within the chamber to be expelled upon 
regent introduction (Column 30, lines 30-67) and allows reagent mixing by letting bubbles 
within the chamber to exit upon reagent introduction (Column 3, lines 50-56). 

Regarding Claim 46, Lennox et al disclose the biochip wherein the electrode is on a 
surface of the printed circuit board (Column 14, lines 35-40 and Fig. 14). 

Regarding Claim 47, Lennox et al disclose the biochip wherein the electrode is 
fabricated on the surface via photolithography (14, lines 35-40 and Fig. 14). 
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Regarding Claim 48, Lennox et al disclose the biochip of Claim 24 comprising an outlet 
port (Column 1 1, lines 3 1-34) but are silent regarding a membrane filter. However, Anderson 
et al teach the similar chamber wherein the outlet port comprises a semi permeable membrane 
whereby gas is permitted to escape while maintaining fluid within the chamber (Column 22, 
lines 6-28). It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to modify the outlet vent of Lennox et al by addition of a semi 
permeable membrane as taught by Anderson et al for the expected benefit of allowing gas 
escape while maintaining the fluid (Column 22, lines 6-28). 

Regarding Claim 50, Anderson et al teach the preferred semi permeable membrane 
comprises polytetrafluorethylene i.e. TEFLON (Column 22, linesl4). 

Regarding Claim 51, Anderson et al further teach the membrane allows escape of gas 

while retaining the sample fluid e.g. Teflon (Column 22, lines 6-17 and Fig. 2B) but they do not 

teach the permeable membrane is Gortex™. However, the specification teaches that Teflon 

and Gortex™ are functional equivalents (page 13, second paragraph). 

For example, a semi-permeable membrane or filter may be used, 
that preferentially allows the escape of gas but retains the sample fluid in the chamber. 
For example, porous teflons such as Gortex™ allow air but not fluids to penetrate. 

The courts have stated with regard to homologs that the greater the physical and 
chemical similarities between the claimed species and any species disclosed in the prior art, 
the greater the expectation that the claimed subject matter will function in an equivalent 
manner (see Dillon, 99 F.2d at 696, 16 USPQ2d at 1904). Therefore, based on the functional 
equivalency of Teflon and Gortex™ one of ordinary skill in the art would have been motivated to 
substitute Gortex™ for the Teflon of Anderson et al because one of ordinary skill would have 
expected the two membranes to function in an equivalent manner. 

Regarding Claim 52, Lennox et al teach a printed circuit board. It is noted that the 
specification defines the claimed circuit board as comprising a substrate coated with a 
conducting layer and process using photolithography (page 17, lines 27-30). Furthermore, 
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the Academy Press Dictionary defines printed circuit board as "rectangular device onto which 
various chemical elements and substrates are laid down so that wiring can be applied". 
Lennox et al disclose the array of electrodes produced via photolithography (Column 14, lines 
35-40). Hence, Lennox, disclose the printed circuit board as claimed. 

Regarding Claim 53, Lennox et al disclose the biochip wherein the binding ligands 
comprising nucleic acids (Column 8, lines 59-63). 

Regarding Claim 54, Lennox et al teach the chamber is designed to hold a solution 
(Column 1, lines 29-30) but they are silent regarding the presence of a gasket. However, 
Anderson et al teach the similar chamber for holding a solution wherein the chamber 
comprises a gasket (i.e. diaphragm) that retains fluid in contact with the array (Column 21, 
lines 35-60). It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to apply the diaphragm of Anderson et al to the chamber of 
Lennox et al for the expected benefit of sealing the reaction chamber as preferred by Anderson 
(Column 4, line 16-20 and Column 36, lines 53-55). 

Regarding Claim 55, Lennox et al disclose the biochip wherein the reaction chamber 
further comprises an outlet port (Column 5, lines 38-41). 

Regarding Claim 56, Lennox et al disclose the biochip wherein the array is on one 
surface of the substrate (Column 14, lines 11-14). 

Regarding Claim 57, Lennox et al disclose the biochip wherein two surfaces of the 
substrate comprises an array (Column 14, lines 11-14). 

Regarding Claim 58, Anderson et al teach the similar cartridge further comprising 
means a top (Column 16, lines 2-11) and at least one storage well comprising assay reagents 
(Column 24, lines 44-65 and Fig. 5 A & B) wherein the arrangement of storage wells adjacent to 
the substrate provides easy access to reagents and convenient storage reagents (Column 25, 
lines 42-52). While they do not specifically teach the cap comprises the storage well, they 
clearly suggest such a configuration when they teach adjacent to and easy access. 
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Furthermore, the courts have stated that a rearrangement of parts known in the art is a mere 
design choice and not patentable over the prior art parts. Therefore, It would have been 
obvious to one of ordinary skill in the art at the time the claimed invention was made to modify 
the arrangement of cap and storage well to incorporate the storage well in the cap based on the 
desired adjacent arrangement providing convenient storage taught by Anderson et al (Column 
25, lines 42-52). 

In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950) (Claims to a hydraulic 
power press which read on the prior art except with regard to the position of the 
starting switch were held unpatentable because shifting the position of the starting 
switch would not have modified the operation of the device.); In re Kuhle, 526 F.2d 553, 
188 USPQ 7 (CCPA 1975) (the particular placement of a contact in a conductivity 
measuring device was held to be an obvious matter of design choice) (MPEP 2144.04). 

It would have been obvious to one of ordinary skill in the art at the time the claimed 
invention was made to apply the cap comprising a storage well as taught by Anderson et al to 
the cartridge of Lennox et al for the expected benefits of easy access to reagents and convenient 
storage reagents as taught by Anderson et al (Column 25, lines 42-52). 

Regarding Claim 60, Lennox et al disclose the biochip wherein the binding ligands 
comprising proteins (Column 8, lines 59-63). 

Regarding Claim 61, Lennox et al disclose the biochip comprising an assay complex 
comprising a binding ligand, target and electron transfer moiety i.e. ionic species (Column 11, 
lines 55-Column 12, line 35). 

Regarding Claim 62, Lennox et al disclose the biochip wherein the monolayer 
comprises a conductive oligomer (Column 12, lines 13-16). 

Regarding Claim 63, Lennox et al disclose the biochip wherein at least one electrode is 
gold (Column 14, lines 38-39). 

Regarding Claim 64, Lennox et al disclose the biochip wherein the monolayer comprise 
a thiol forming species (Column 2, lines 48-51). 
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9. Claim 59 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lennox et al 
(U.S. Patent No. 6,461,490, filed 24 April 1997) as defined by Morris, C. ed (Academy Press 
Dictionary of Science and Technology, Academic Press, San Diego, 1992, page 1726) and 
Anderson et al (U.S. Patent No. 6,326,21 1, filed 19 April 1999) as applied to Claim 9 above and 
further in view of Hayes et al (U.S. Patent No. 6,334,980, filed 25 September 1998). 

Regarding Claim 59, Lennox et al describe the components of the cartridge (Column 1, 
lines 12-63 and Column 14, line 28-Column 15, line 31) but do not specifically teach the top is 
removable. 

However, reaction chambers having removable covers were well known in the art at the 
time the claimed invention was made as taught by Hayes et al who specifically teach the 
removable cover permits addition of reagents to the chamber at desired times e.g. later 
(Column 12, lines 44-49). It would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to modify the reaction chamber of Lennox et al by 
providing a removable cover as taught by Hayes et al for the expected benefit of permitting 
reagent addition as desired (Column 12, lines 44-49). 



Conclusion 

10. No claim is allowed. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741. The 
examiner can normally be reached on 6:00 TO 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jones can be reached on (571) 272-0745. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in 
the Patent Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic 
Business Center (Patent EBC) for assistance. Representatives are available to answer your questions 
daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, the 
number of pages and the specific nature of the problem. The Patent Electronic Business Center will 
notify applicants of the resolution of the problem within 5-7 business days. Applicants can also check 
PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic Business Center is 
a complete service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder(s) as well as general patent 
information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 



BJ For^uiti, Ph;D. 
Primary Examiner 
Art Unit: 1634 
April 6, 2005 




